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Status 

1 )^ Responsive to comnnunication(s) filed on 20 December 2005 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 
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Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1, The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

2. Claims 1, 3-7, 9-13, & 15-18, insofar as they are 
understood, are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hitachi Koki Imaging Solutions, Inc. "The 
Internet Document Controller" (October 2 000) . 

Re claims 1, 7, & 13, The Internet Document Controller 
discloses (pages 3-4, "i -manage: Remote Device Management" and 
"^^i -service: More Machine Uptime") a method and apparatus for 
monitoring a remote image forming device in which a "remote 
device management" facility receives information representing an 
image forming device condition {""^i- service: More Machine 
Uptime", page 4 - the described "remote device management" 
inherently require the transmission of device condition 
information from the device to the site where the remote 
diagnosis described under ^^i-servicei More Machine Uptime" 
occurs) . This device condition information includes (page 4, 
middle right figure indicating the display at the remote 
location) a first parameter indicating a number of pages which, 
when exceeded, will trigger a display of a "maintenance warning" 
message and a second parameter indicating the number of pages 
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printed by the device. The described "maintenance warning" 
message (to be triggered when the number of pages exceeds the 
indicated quantity) inherently requires that these two parameter 
values are compared and stored for at least long enough to carry 
out this comparison. 

Re claims 1, 3, 6-7, 9, 13, &15, The Internet Document 
Controller mentions {^^i-servicei More Machine Uptime", page 4) 
the running of a "diagnostic" (i.e. test) procedure is run on 
the remote image forming device. As noted above. The Internet 
Document Controller describes a "remote diagnostics" operation 
(i.e. the test is conducted at a location remote from the image 
forming apparatus) . The above described operation of comparing a 
number of pages which, when exceeded, will trigger a display of 
a "maintenance warning" message and the number of pages printed 
by the device subsequent to such a diagnostic procedure would 
thus read on the claim requirement that the recited parameter is 
obtained after the remote image forming device is operated to 
execute a test operation. 

Re claims 4-5, 10-11, & 16-17, The Internet Document 
Controller discloses {^^i - service i More Machine Uptime", page 4) 
the use of e-mail to communicate between the remote image 
forming device and the remote location that receives information 
representing an image forming device condition. 



Application/Control Number: 09/986,384 Page 4 

Art Unit: 2625 



Re claims 6, 12, & 18, The Internet Document Controller 
discloses {^^i- service: More Machine Uptime", page 4) the 
performance of adjustments at the remote location to be 
transmitted to the remote image forming device resulting in a 
modification to the condition of the remote image forming 
device . 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

4. Claims 2, 8, & 14, insofar as they are understood, are 
rejected under 35 U.S.C. 103(a) as being unpatentable over The 
Internet Document Controller. 

Re claims 2, 8, & 14, The Internet Document Controller 
further discloses (page 4, middle right figure) a value 
(corresponding to the recited "tolerance") indicating a number 
of pages which, when exceeded, will trigger a display of a 
"maintenance needed" message (as distinguished from the 
previously described "maintenance warning" message) . The 
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described "maintenance needed" message (to be triggered when the 
number of pages exceeds the indicated quantity) inherently 
requires that the second parameter {number of pages printed) and 
the tolerance value (number of pages that will trigger the 
"maintenance needed" message) are compared and stored for at 
least long enough to carry out this comparison. 

The Internet Document Controller does not describe a 
highlighted display of the "maintenance needed" message. 

At the time of the invention, it would have been obvious to 
a person of ordinary skill in the art to highlight the 
"maintenance needed" message. 

The suggestion/motivation for doing so would have been to 
distinguish this message from the (less immediately in need of 
attention) "maintenance warning" message. 

Therefore, it would have been obvious to combine a standard 
message highlighted display with The Internet Document 
Controller to obtain the invention as specified in claims 2 & 8. 

Response to Arguments 
5. Applicant's arguments filed 12/20/05 have been fully 
considered but they are not persuasive. 

Applicant argues (12/20/05 Response: page 11, line 25 - 
page 12, line 14) that Hitachi fails to teach or suggest the 
claimed comparison of first parameter and a second parameter. 
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and that the comparison is not an inherent feature of Hitachi. 

Re this issue, Applicant notes that inherency requires that the 

allegedly inherent feature "is necessarily present in the thing 

described by the reference" and "may not be established by 

probabilities or possibilities" . 

As noted above, the two relevant parameters are a page 

count threshold required to trigger a "maintenance warning" 

message (middle right figure on Page 4 of Hitachi) and an actual 

number of pages which have been printed. Hitachi describes (same 

figure) the relationship of these parameters as follows: 

When this page count threshold is exceeded, 
a maintenance warning message is sent. 

A determination of whether this page count threshold is 
exceeded (which, in this context, clearly means exceeded by the 
actual page count) inherently requires a comparison operation 
between this page count threshold and an actual number of pages 
which have been printed, since that determination gives a "true" 
result if and only if such a comparison determines that the 
latter exceeds the former. 

Applicant argues (12/2 0/05 Response: page 12, line 15 - 
page 13, line 14) that Hitachi does not disclose or suggest 
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conducting the claimed comparison at a location remote from the 
image forming apparatus . 

As noted above, Hitachi describes (page 4, "i-service: More 
Machine Uptime") the use of "remote diagnostics". The term 
"diagnostics" as understood by one of ordinary skill in the art 
(a sensing and analysis of the condition of a device) would 
clearly include the above described comparison used to determine 
when to send a "maintenance warning" message. 

Conclusion 

6. Applicant's amendment necessitated the new ground (s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 
CFR 1.136 (a) . 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event. 
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however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

7. Any inquiry concerning the contents of this communication 
or earlier communications from the examiner should be directed 
to Stephen M. Brinich at 571-272-7430. 

Any inquiry relating to the status of this application or 
proceeding or any inquiry of a general nature concerning 
application processing should be directed to the Tech Center 
2600 Customer Service center at 571-272-2600 or to the USPTO 
Contact Center at 800-786-9199 or 703-308-4357. 

The examiner can normally be reached on weekdays 7:00-4:30, 
alternate Fridays off. 

If attempts to contact the examiner and the Customer 
Service Center are unsuccessful, supervisor David Moore can be 
contacted at 571-272-7437. 

Faxes pertaining to this application should be directed to 
the Tech Center 2600 official fax number, which is 571-273-8300 
(as of July 15, 2005) . 
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Hand-carried correspondence may be delivered to the 
Customer Service Window, located at the Randolph Building, 401 
Dulany Street, Alexandria, VA 22314. 



Stephen M Brinich 
Examiner 

Technology Division 2625 



March 9, 2 006 




